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Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sirs: 

In response to the Notice Regarding Benefit/Priority Claim mailed April 28, 2004, we are 
enclosing herewith a copy of the Official Filing Receipt received firom the U.S. Patent & Trademark 
Office with a correction priority claim marked in red ink. 

The Notice Regarding Benefit/Priority Claim indicated that Applicant submitted a benefit 
claim to a prior-filed nonprovisional application and improperly indicated the prior-filed application 
is a national apphcation under 37 U.S.C. 371, and requests appUcant to provide evidence that the 
prior-filed application is a national stage application. 

This apphcation is a divisional application of U.S. Patent Application No. 09/726,2 1 9, filed 
November 28, 2000, which is a continuation of U.S. Patent Application No. 08/484,893, filed June 7, 
1995 (now U.S. Patent No. 6,172,197), which is a continuation of U.S. Application No. 07/971,857 
(the '"857 Application") which is the National Stage of PCT/GB91/01 134, filed July 10, 1991 (now 
U.S. Patent No. 5,969,108). Enclosed herewith is a copy of the first page of U.S. Patent No. 
5,969,108, which indicates that the '857 Application was a national stage apphcation filed under 35 
U.S.C. 371 . Apphcants submit herewith Preliminary Amendment Under 37 C.F.R. § 1 15 clarifying 
the priority claim. 
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[57] ABSTRACT 

A member of a specific binding pair (sbp) is identified by 
expressing DNA encoding a genetically diverse population 
of such sbp members in recombinant host cells in which the 
sbp members are displayed in fiinctional form at the surface 
of a secreted recombinant genetic display package (rgdp) 
containing DNA encoding the sbp member or a polypeptide 
component thereof, by virme of the sbp member or a 
polypeptide component thereof being expressed as a fiision 
with a capsid component of the rgdp. The displayed sbps 
may be selected by affinity with a complementary sbp 
member, and the DNA recovered firom selected rgdps for 
expression of the selected sbp members. Antibody sbp 
members may be thus obtained, with the different chains 
thereof expressed, one fiised to the capsid component and 
the other in free form for association with the fusion partner 
polypeptide. A phagemid may be used as an expression 
vector, with said capsid fusion helping to package the 
phagemid DNA Using this method libraries of DNA encod- 
ing respective chains of such multimeric sbp members may 
be combined, thereby obtaining a much greater genetic 
diversity in the sbp members than could easily be obtained 
by conventional methods. 
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Notice Regarding Benefit/Priority Claiiii(s) 

□ Improper Benefit Claim(s) to Prior-Filed Nonprovisional Application(s) 

Inl^ST^l *° prior-filed nonprovisional application(s) is improper because there is no 

Tuition h?'' ""T^''^ the identification of the prior-filed 

appl cafon by application number, or mtemational application number and international filing date- 
and (2) a clear md.cat.on the relationship (i.e., continuation, divisional, or continuation-in-part) of the 
nonprovisional applications. For example, applicant should amend the specification to include a 

specific reference, such as "This application is a continuation of Application No. 1 0/ filed - " in 

the first sentence ofthe specification following the title. ' 

Applicant should review each benefit claim submitted and, if appropriate, provide the oroner referenr^ 
■ o^the pnor-filed application(s) as required by 37 CFR 1.78. A proper rebtSt LluTes an ' 
Identification of each nonprovisional application as a continuation, divisional or continuation-in-part 

Z r?7 CFR , 7^'""''';'*' ""^'u 'J "°"P'-°^'«'°"«' ^PP'^^^tion for which a benefit is claimed' 
under 37 CFR 1. 78 in order to establish copendency throughout the entire chain of prior-filed 
applications. The specific reference must be included in the domestic priority information section of 
an application data sheet (37 CFR 1 .76), or the specification must contain, or be amendei to con!a^ 
such reference in the first sentence following the title. '•■ncnaea lo contain. 

Timeliness: The required reference for each benefit claim must be filed during the pendency ofthe 
instant application and withm the later of: (I) four months from the actual filing date of the instant 
app ication, or the national stage commencement date if the instant application is a national staee 
app, cation under 35 U.S.C. 371; or (2) sixteen months from the filing date of the prioSd 
application. Failure to timely file the required reference is considered a waiver of any benefit claim 
unless a grantable petition to accept an unintentionally delayed claim under 37 CFR 1 78fa) the ' 
surcharge set forth in 37 CFR 1.17(t). and the required reference are filed. See 37 CFR 1.78(a) 

Improper Benefit Claim(s) to Prior-Filed Nonprovisional Application(s) 

The benefit claim(s) to prior-filed provisional application(s) is improper because the instant 

^d SsI' inl^t''' ^^'^^(.'2) -"onths from the filing date ofthe provisional application, 
and there is no indication of an intermediate nnnpmvidnn.l .ppii^.f^n that is directly claiming the 
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such as This application is a continuation of Application No 10/- - filed Thilh ^. ' 
benefit of U.S. Provisional Application No 60/-- - filed !n th.' r I 'P ^'^""^ the 
following the title. ' • ^"^^ ^^"^^"^^ °f ^^e specification 

filing date of the provisiona application) as reauired hv 17 rPR i 78 ti, ot the 

included in the domestic prio/ty' info Jtl'sS o? aJappHc t o„ d^a^^r ^C^RT^Tf t 
specification must contain, or be amended to contain, such relrence^Jnt: tTL'ntLTe foH^wig^t 

Timeliness : The required reference for each benefit claim must be filed during the pendency of the 
mstam application and within the later of (1) four months from the actual f iSte of S 
pT c"l\re;3?U ^^^^ commencement date if the instant applicatlonltltna'l ge 
app ca lon under 35 U.S.C. 371 ; or (2) sixteen months from the filing date of the prior-filed 
application. Failure to timely file the required reference is considered a waiver of an v benefit cl«im 
unless a grantable petition to accept an unintentionally delayed claim unde 37 S 78raf thl ' 

Improper Priority Claiin(s) to Prior-Filed Foreign AppIication(s) 

pe instant application was not filed within twelve (12) months from the filina H^it^ r^ftu. • ^. j 
Tim Jihr^i^H f * Of the foreign appricalion. Applicant should review each priority 

Sntfn'e 'dlZi1i:Zt""'" °' ^ " '° -h'^f-n^tlfftSt 

filing date of the prior-fUed applicLn' Failurto Idy fl^ fte re ;r:d*i^^^^^^^ 

under 37 CFR 1 .78(a), the surcharge set forth ,n 37 CFR I .I7(t), and the Requited reference are Sed. 

Benefit Claims to More Than 400 Prior-Filed Applications 

wSttelr"^ ' ""^"^ """^ '"""^^ ™« 4otprToS 



Page 3 of 3 



Applicant submitted a benefit claim to a prior- filed nonprovisional application and improperly 
indicated that the prior-filed application is a national stage application under 35 U.S.C. 371 . The 
Office's records show that the prior-filed application is an application filed under 35 U.S.C. 1 11 (a). 
The Office has entered the benefit claim to the prior-filed application as a benefit claim to an 
application filed under 35 U.S.C. 1 1 1(a). Any request for a corrected filing receipt to include the 
indication that the prior-filed application is a national stage application will not be granted unless 
applicant supplies evidence that the prior application was in fact a national stage application. 
Accordingly, applicant should not submit such request without such evidence. Applicant should 
submit an amendment (or an application data sheet (ADS) if the benefit claim was submitted in an 
ADS) to delete the indication that the prior-filed application is a national stage application. 

For more information and examples on benefit claims, please see Claiming the Benefit of a Prior-Filed 
ABplication und er 35 U.S.C. 1 19(e). 120. 12K and 365(cV 1268 Off Gaz. Pat. Office 89 (March 18, 2003), which 
is available on the USPTO website at htt p://www.uspto.gov/web/offices/com/sol/og/2003/weekl l/patbene.'htm . 
and the Manual of Patent Examining Procedure (MPEP) §§ 20 1 . 1 1 and 20 1 . 1 4. 
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